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THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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2a)M This action is FINAL. 2b)Q This action is non-final. 
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Disposition of Claims 

4) [3 Claim(s) 1 . 4 - 12. 14 - 27 is/are pending in the application. 
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DETAILED ACTION 

1 . The Office Action mailed July 13, 2005 is hereby withdrawn. 

2. Claims 1,4-12 and 14-27 are pending in this Office Action. 

3. Applicant's request for the withdrawal of Claims Rejections under 35 U.S.C 112 
is persuasive, Therefore, Claims Rejections under 35 U.S.C 1 12 is hereby withdrawn. 

However, Applicant fails to remedy the issues of Claims Rejections under 35 
U.S.C 101 raised during the interview with Mark D. Trenner on April 11, 2005. 
Therefore, claims 1 and 12 are still non-statutory. 

Response to Arguments/Remarks 

4. Applicant argues: 

(a) "There is not teaching of a user-specified remote storage device. Nor is 
there any teaching of accessing an electronic document at a user-specified remote 
storage device and sending the electronic document from multifunction device (page 9, 
paragraph 1). 

(b) The cited references fail to teach or suggest at least "combining said 
documents in electronic format with said electronic document from said user-specified 
remote storage device". (Page 12, paragraph 5). 

(c) Citations do not teach or suggest at least "identifying a remote storage 
device having a use-requested document based at least in part on a path for said 
remote storage device specified by a user at said configured multifunction device" (page 
14, paragraph 2). 
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In response to argument (a): Examiner respectfully disagrees with the applicant. 

Czyszczewski teaches a user-specified remote storage device as shown in 
column 3, lines 11 -20). 

accessing an electronic document at a user-specified remote storage device (see 
column 3, lines 14-17) and 

sending the electronic document from multifunction device (see column 7, lines 
19-23). 

In response to argument (b): Examiner respectfully states that Czyszczewski 
teaches combining said documents in electronic format with said electronic document 
from said user-specified remote storage device as shown in column 6, lines 53 - 59 and 
column 10, lines 59-60). 

In response to argument (c): Examiner respectfully states that Czyszczewski 
teaches identifying a remote storage device having a use-requested document based at 
least in part on a path for said remote storage device specified by a user at said 
configured multifunction device as shown in column 3, lines 11-17 and column 9, line 
60 -column 10, line 3). 

5. In view of the above, the examiner contends that all limitations as recited in the 
claims have been addressed in this Office Action. For the above reasons, Examiner 
believed that the rejection of the last Office Action was proper. 
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Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1 and 12 are rejected under 35 U.S.C. 101 because the claimed invention 

is directed to non-statutory subject matter. 

WIPEP 2106 IV.B.2.(b) 

A claim that requires one or more acts to be performed defines a process. 
However, not all processes are statutory under 35 U.S.C. 101. Schrader, 22 F.3d at 
296, 30 USPQ2d at 1460. To be statutory, a claimed computer-related process must 
either: (A) result in a physical transformation outside the computer for which a practical 
application in the technological arts is either disclosed in the specification or would have 
been known to a skilled artisan, or (B) be limited to a practical application within the 
technological arts. 



MPEP2106.II.A 

A process that consists solely of the manipulation of an abstract idea is not 
concrete or tangible. See In re Warmerdam, 33 F.3d 1354, 1360, 31 USPQ2d 1754, 
1759 (Fed. Cir. 1994). 

Claims 1 and 12 in view of the above cited MPEP sections, are not statutory 
because they merely recite a number of computing steps without producing any tangible 
result and/or being limited to a practical application within the technological arts. The 
use of a computer has not been indicated. 

These claims do not indicate use of hardware on which the software runs to 
perform the steps recited in the body of the claim. Software or program can be stored 
on a medium and/or executed by a computer. In other words the software must be 
computer-readable. The use of a computer is not evident in the claim. 
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MPEP 21 06. IV. B. 1(a) refers to "computer-readable" medium with computer program 
encoded on it." 



Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim 1,4-12, and 14-27 rejected under 35 U.S.C. 102(e) as being anticipated 
by U.S Patent 6,577,907 issued to Joseph Stanley Czyszczewski et al. (hereinafter 
"Czyszczewski"). 



Regarding claim 1, Czyszczewski teaches a method for providing access from a 
multifunction device to an electronic document at a user-specified remote storage 
device (see column 6, lines 53 - 57 and column 7, lines 12-16: Czyszczewski 
discloses accessing multifunction device and documents in electronic format; see also 
Abstract), comprising: 

identifying said user-specified remote storage device having said electronic 
document based at least in part on a path thereto specified by a user at said 



Application/Control Number: 10/033,225 Page 6 

Art Unit: 2162 

multifunction device (see column 3, lines 11 - 17: Czyszczewski discloses remote 
storage or databases that implements the current invention). 

establishing a link between said multifunction device and a user-specified remote 
storage device having said electronic document (see Fig. 3 and column 3, lines 15-20: 
the connection between the multifunction device and the remote data-store or 
databases is through common networking interfaces such as Internet or LAN); and 

accessing said electronic document at said user-specified remote storage device 
from said multifunction device over said link established therebetween (see column 3, 
lines 50 - 51 and column 6, lines 55 -56: Czyszczewski disclose accessing remote 
datastores and the datastores contain among other,, the electronic document); and 

sending said electronic document from said multifunction device (see column 7, 
lines 19-23: the user operates the multifunction device to send the document to the 
selected destination). 

Regarding claim 4, Czyszczewski teaches identifying said user-specified remote 
storage device is based at least in part on a user profile (see column 3, lines 50 - 55). 

Regarding claim 5, Czyszczewski teaches converting a document to electronic 
format at said multifunction device (see column 6, lines 53 - 59); and 

combining said document in electronic format with said electronic document from 
said user-specified remote storage device (see column 10, lines 59 - 60). 
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Regarding claim 6, Czyszczewski teaches combining said electronic document 
from said user-specified remote storage device with an electronic document generated 
at said multifunction device (see column 10, lines 48-609); and 

sending said combined electronic documents from said multifunction device to a 
network destination (see column 7, lines 62 - 65 and column 12, lines 25 - 27). 

Regarding claim 7, Czyszczewski teaches accessing an address book 
operatively associated with said user-specified remote storage device (see column 12, 
lines 8- 14). 

Regarding claim 8, Czyszczewski teaches identifying a network destination for an 
electronic document generated at said multifunction device based on data from said 
address book (see column 14, lines 14 - 20). 

Regarding claim 9, Czyszczewski teaches editing an entry in said address book 
operatively associated with said user-specified remote storage device from said 
multifunction device (see column 10, 59 - 60). 

Regarding claim 10, Czyszczewski teaches configuring said multifunction device 
before identifying said user-specified remote storage device (see column 3, lines 56 - 
60). 
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Regarding claims 1 1 and 20, Czyszczewski teaches displaying at least a portion 
of electronic document from said user-specified remote storage device at said 
multifunction device (see column 10, lines 21 - 24). 

Regarding claim 12, Czyszczewski teaches a method for accessing user- 
requested data from a configured multifunction device (column 7, lines 12-16: 
Czyszczewski discloses accessing multifunction device and documents in electronic 
format; see also Abstract), comprising: 

identifying a remote storage device having a user-requested document based at 
least in part on a path for said remote storage device specified by a user at said 
configured multifunction device (see column 3, lines 11-17: Czyszczewski discloses 
remote storage or databases that implements the current invention). 

retrieving said user-requested document from said configured multifunction 
device (see column 1 0, lines 21 - 27: (see column 3, lines 11-17: Czyszczewski 
discloses retreving documents from remote storage using multifunction device). 

Regarding claim 14, Czyszczewski teaches identifying said remote storage 
device is based at least in part on a user profile (see column 3, lines 50 - 55). 

Regarding claim 15, Czyszczewski teaches converting a document to electronic 
format at said configured multifunction device (see column 6, lines 53 - 59); and 
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combining said document in electronic format with said retrieved user-requested 
document (see column 10, lines 50 - 60). 

Regarding claim 16, Czyszczewski teaches combining said retrieved user- 
requested document with an electronic document generated at said configured 
multifunction device (see column 10, lines 48 - 60); and 

sending said combined electronic document and retrieved user-requested 
document from said configured multifunction device to a network destination (see 
column 7, lines 62 - 65 and column 12, lines 25 - 27). 

Regarding claim 17, Czyszczewski teaches retrieving user-requested data from 
an address book operatively associated with said remote storage device (see column 
12, lines 8 -14). 

Regarding claim 18, Czyszczewski teaches identifying a network destination for 
an electronic document generated at said configured multifunction device based on said 
user-requested data retrieved from said address book (see column 14, lines 14-20). 

Regarding claim 19, Czyszczewski teaches editing an entry in said address book 
operatively associated with said remote storage device from said multifunction device 
(see column 10, lines 59 - 60). 
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Regarding claim 21, Czyszczewski teaches a multifunction device comprising: 
computer-readable media operatively associated with said multifunction device 
and having computer-readable program code thereon including program code for 
identifying data operatively associated with a user-specified remote storage device (see 
column 9, line 60 - column 10, line 3); and 

program code for accessing said data operatively associated with said user- 
specified remote storage device from said multifunction device (see column 10, lines 21 
-26). 

Regarding claim 22, Czyszczewski teaches said data is an address book (see 
column 12, lines 8-14). 

Regarding claim 23, Czyszczewski teaches program code for retrieving an entry 
from said address book, said entry identifying a network destination (see column 12, 
lines 8 - 23); 

program code for associating said entry from said address book with an 
electronic document at said multifunction device (see column 7, lines 14 - 26); and 

program code for sending said electronic document to said network destination 
identified by said entry from said address book (see column 7, lines 16 - 22). 

Regarding claim 24, Czyszczewski teaches said data is a document in electronic 
format (see column 2, lines 65 - 67). 
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Regarding claim 25, Czyszczewski teaches program code for sending a 
document in electronic format from said multifunction device to a network destination 
(see column 3, lines 1 - 7 and column 7, lines 12 - 25). 

Regarding claim 26, Czyszczewski teaches program code for combining a 
document in electronic format with a document image at said multifunction device (see 
column 9, lines 3-7); 

program code for sending said combination of said document in electronic format 
and said document image from said multifunction device to a network destination (see 
column 5, lines 30 - 40). 

Regarding claim 27, Czyszczewski teaches said user-specified remote device is 
another multifunction device (see column 7, lines 26 - 40). 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fred I. Ehichioya whose telephone number is 571-272- 
4034. The examiner can normally be reached on M - F 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John E. Breene can be reached on 571-272-4107. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Fred I. Ehichioya 
Patent Examiner 
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August 4, 2005 



SHAHID ALAM 
PRIMARY EXAMINER 



